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sSuccessive Prosecution Premise

Claims that ISSUe I ene: application; nmay,
ROt Be suificient 1o protect client's position

May: be necessany/desirable tor present
claims of different scope In:

= Continuation/CIP/Divisionall (35 USC §120)
s Broadening Reissue! (35 USC §251)
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When? Why?

Ongeing or Anticipated Litigation
Licensing Negotiatiens
Selective Strengthening of Pertiolie

EVelving Competition
s Structural/Design EVoelutien
s Reerganization/Relecation ofi “Infringements:*

Insuificient Coverage Achieved to-date
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Moetivating Tirends

Literalismy/INotice: in Claim: Construction

Presumpiive: Unavallanility off Equivalents
(Eesto)

“Dedication™ off Unclaimed! Sukject Matter
(Johnsen & Jonnsen)

Eereseeanlity,
IHyper-Restriction
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rForeseeaplity.(Eesto)

The first crterion reguires a patentee: torshow that an alleged eqguivalent
would have heen “unforeseeable at the time of the amendment and thus
peyend' a fair interpretation of what was suriendered.™ ... This criterion
PrESENts an| ehjective Inguiny, asking whether the allegead eguivalent would
have been unfiereseeable 1o one: off ordinary skill i the art at the time of;
the amendment. Usually, i the alleged equivalent represents; later-
develeped! technolegy: (.0, transistors In relation; ter vacuum tubes, or
VVelero (R) In relation to fasteners) or technoelegy: that was net knoewn in the
relevant art, theni it would net have been fereseealle. In contrast, old
teclinoelogy, While not always fereseeable, would more likely have heen
foreseeable. Indeed, i the allegedl equivalent were knewn in; the: piox art
I the field of the Invention, It certainly’ sheuld have been fioreseeable at
the time of the'amendment.

Festo Corp. v. Shoketsu Kinzoku Koegyo Kabushiki Ce., 344 F.3d
1359, 2003 U.S. App. LEXIS 19867, 19-21 (U.S. App. , 2003)
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pPeajcation (Johnson: & Johnston)

“[IWihenia patent drafter discloses but declines tos claini subject
matter ... this action dedicates that Unclaimed subject matter to the
puiklic.™

Johnson & Johnston Assocs. v. R.E. Serv. Co., 285 F.3d
1046, 1054 (Fed. Cir. 2002)

“[The] patent specifically’ limited the claims te) “a sheet of
alumimum™ and “the' aluminun sheet.”™ The specification: efi the ...
patent, however, reads: While aluminumiis currently the preferred
materiall for the sulstrate, other metals, such as stainless steell or
nickel alleys may be used.’ ... Having disclosed witheut claiming the
steell sulstrates, Johnsten cannet oW Inveke the doctrine of
eguivalents terextend its aluminum limitation to encempass steel.

Johnson & Johnston Assocs., 285 F.3d at 1055.
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peajcation (the remeay)

“A patentee who inadvertently: fails te claim disclesed
subject matter, hewever, IS net Iefit Without remeady/.
Within twer years from! the grant ofi the: enginal patent; a
patentee may: file a reissue application’ and attempt te
enlarge the scope: of the original claimms ter nclude the
disclesed but previeusly: unclaimed Sulbject matter. 35
ULS.C. 81251 (2000). In additien, a patentee can file a
separate application claiming the' disclosed subject
matter tnder 35 U.S.C. § 120 (2000) (allowing|filing as;a
continuation; application Ifi filed befiere allfapplications In
the chain Issue).”

Johnson & Johnston Assocs., 285 E.3d at 1055.
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Forseeanbility (next steps?)

“[I']he doectrine off eguivalents does not emhrace subject matter that
the patent drafterf could have fereseen durng the application
process andithus could have mcluded i the claims. Thus, the literal
SCOPE of the claims alone defines INVENLIGN SCOPE I any.
foreseeable circumstances.” Eesto, 344 F.3dl 1359, 2003 U.S. App.
LEXIS 19867, 19-21 (ULS. App. , 2003) (Rader concurring)

“At this point the Supreme: Court has enly applied fereseeanility’ te
identify’ the scepe of surrendered subject matter for an estoppel.
But applying the fereseeability: prnciple directly to bar fioreseeable
eguivalentssoutside an amendment andl estoppel centext IS Very.
consistent with the Supreme Court's hoelding. This prnciple in
Operation premises to preserve drafiting| expectations while henoring
the netice function: ofi claims.” Id.
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EFerseeanility. Scerecard

=Qlieseeahle surender by amendment
=esio), PIeneer Viagnetics, Sage: Products)

=Qleseeable dedication by Unclaimed
Isclosure: (Jehnseni & Jehnston)

Limitation: on Equivalentsiior fiailtre te
cover: torliterally: cover all reasonalsly.
foreseeanle Ways tor practice the invention
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Claiming More: Your Options

Continuing Application: (CON/DIV/CIE)
under (35 USC 8120)

x As Leng as, Centinuity: EXIsts
x Most Elexilble

Broadening Reissue (35 USC §251)

s Withine 2=Years after Grant

s Must be “Error” as Contemplatead by: Statute
a BUt NorRecapture

Zagorin OBtien Graham ILILP




Important Considerations

Stpject Viatter Desired/Required
Niming

Wiitten: Description (Gentry, Trenze
BIIN/INITR)

Disclosure Obligations: (IDayce Prods:)
PreHLY Claims

Presecution Laches: (Symbell Fech)
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Aaditional Coeverage: to Seek ?

Blfeader/INarrewer

Elimination: off Missing Elemenit(s)
Festo-EreerLanguage

“Recapture” of Foreclosed Range ofi Equivalents
Previeusly: Unclaimed/Restricted Supject Viatter

Additional Moedes of Infringement (e.q.,

27 1(71),(9))
Statutery: Equivalents

Just Keeping Options Open
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Knowileage vs. Options

Increasing Visibility

First Filing i i Latest
Assertion

Decreasing Flexibility
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Owni Published/Granted Patent as
Prior Art: Impertant Waypolnts

Moere: than 1 Year after of:

a Eereign/intemational Publication
s Section 122 Publication

n Glant

REMEMBEN 1ol Consider:
s 8102(0)/103 (Trenze) and
x 8135(l) (see In re McGrew)
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Timeline

18 mo
Publication 2 Years

/—/%
- - -»

First Grant /

Second Reissue
Grant Application

Decreasing Flexibility
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Wiritten Description
(5 years after Gentiy)

After Gentry scare,

= No Omitted Element Test (Rieffin v. Microsoft, 214 F.3d 1342
(Fed. Cir. 2000)

s No new Essential Element Test (See Amgen Inc. V. Hoechst
Marion Roussel, 314 F.3d 1313, 1333 (Fed. Cir. 2003))

n Gentry routinely imited/explaimed/distinguished:

“Ini Gentry, We: applied andl merely expounded upon the
Unremarkanie propositien: that a bread claim Is invalid when| the
entirety off the specification clearly: indicates, that the invention IS; of;
a much narrower scepe.” (PIN/NIP; Inc. v. Platte Chem. Ca., 304
E.3d 1235, 1248 (Fed. Cir., 2002) guoting Ceoper Cameron Corp. V.
Kvaerner Oilfield Preds., Inc., 291 E.3d 1317 (Fed. Cir. 2002); see
also Cordis Corp. v. Medtronic AVE, Inc., 339 F.3d 1352, 1365 (Fed.
Cir. 2003).
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Consider Written Description

Don't evertly: recite unaisclosed features

Don't emit that WRIChI the Specification
Unambigueusly. requires as; essential

UNEESS; yeU @o;se in anreriginally: presented
claimi AND

Beware the /vonzo inap:

s No Support (In prienty app) under 112; BUN

s Anticipation’ and/err Okvieusness: hased on youl
priority: apps (or Its counterpart)
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35 USC 8 135(b) - McGrew

35 USC §135(h) Is not limited' to Inter pantes interference
proceedings but may e used, Infaccordance withrits literal terms,
as a lbasis for ex parte rejectlons In re McGrew, 120 E.3d 1236,
1237 (Fed. Cir. 1997)

“A claim which Is the same as, or for the same or sulbstantially the
Same subject matter as, a claim) of: an issued patent may: not be
made inrany appllcatlon Unless such a claini Is' made prior to one
year fromi the date on whichi the patent was granted.” 35 USC §
135 (b) (1) (2002)

“A claim Whichris the same as, or or the'same or substantially’ the
same sukject matter as, a claim of an application puklisned under
section 122(19) ofi this title may. e made infan applicatien filea atter
the applicatien'Is puklished only I the clain 1s made: before 1. year
afiter the date en which the application Is published.” 35 USC 8 135
() (2) (2002)
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Consider 135(b)

Same/Sustantially, Same: as:
s 39 Party: Claim
= Yourr OwnrClaim

Bar basead onrown claim unlikely, ot ...
s Prokakly not differnng inventership
s Consider Apparatusivs. M==E claim
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Duty te Disclose Prier Rejection of
Supstantially: Similair Claim

Prior rejection ofial sulbstantially” similar claimiinia co-
pending| US applicationiis maternial Under the reasenanle
examiner standard (eld rule 56). TThe infermatien alse
meets the thresheld levell off matenality: tnder new: Rule
56, In that ‘It refutes, or IS Inconsistent with, a position
the applicant takesinl . . . asserting an argument of
patentability.:

Dayce) Prods., Inc. V. Total Containment, Inc., 329 E.3d
1358, 1368 (Fed. Cir. 2003)

Witheut stich a disclosure requirement applicantsimay/
surreptitieusiy file repeated o multiple applicatiens inian
attempt to find a ‘fraendly” Examiner.
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Duty te Disclose Infermation firom
Related Litigation

Existence and Maternal Infiermmation (IVPEP 2001.06(¢))

Material Infermation; (e.g., evidence/ allegations); With
respect to:
s PHOK alit, puklic use;, on sale

s Inventership

s fraud, ineguitaikle cenduct

s Arguments In litigation

Pleadings, admissions, discovery, testimony, Grders; elc.
Eallure to Disclese (In reexamination) Ceurt's priox claim
construction rendered patent tnenfterceanle. Marlow

Indus. V. lglooe Prods. Cerp., 65 Fed. Appx. 313 (Fed.
Cir. 2003) (NONPRECEDENTIAL)

Zagorin OBtien Graham ILILP




Priority. Claiming; Formalities

Stiseguent application must contain or be amended 1o
contain; SPecific reference te the eanlier filed application.
35 USC § 120

Reference must be submitted:

s during pendency of application (85 USC 8 120)

a and within'4 menths (or 16 moenths; of claimed prority)
37 CER 1.78(2)(ir)

Eallure te timely: submit constitutes, wWalver ofi proerity.
claimi unless ONINTENTIONALLY delayed

PO willlnet recegnize claim: that falls to recitie
relationship (CON/CIP/DIV) as; a proper clainm Under the
statute (1268 OG 89)
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Prosecution Laches

Eguitainle: dectrine ofi Iaches applicanie to: har;
enfercement ofif patent clains that Issued after
an unreasenable and unexplained delay in
Presecution, even theugh the applicant cempliead
WIth! pertinent: statutes and rules.  Symibol
Techs. Inc. v. [Lemelson Med., 277 F.3d

1361 (Fed. Cir. 2002)

Presecution: Laches may: e relied upon by PO
I ex parte prosecution. Inire Bogese, 303 E.3d
1362, 1367 (Fed. Cir. 2002) (11 EWCsi i eight

\years)
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Additionall Considerations

Publication under 35 USC § 122

a Consider that Provisional Rights) (I.e., a reasenanle
reyalty)r may. e availanie: i:

Inventien: as claimeadiin the: patent Is sulkstantially identical to
the Invention as claimed 1 the published patent application.

35 USC § 154(d) (2002).

s Consider that ElerWirapper off Publishead Application is
epen to public. See 37 CER'1.14(c)(2) (2002).

Terminal Disclaimer Risks
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Reissue Basics

A\Vhenever any patent Is;, through errer Witheut

any’ deceptive intention; deemed whoelly e

I Paltly/

Ineperative: or Invalid; By reasen ofi a defective

Specification) ol drawing), or By reasen of: t

ne

patentee claiming more: e Iess than he had a

gL te claim It the patent; the Director s

nall, en

the surrender ..., reissue the patent fier the

Invention disclesed in; thererginal patent: .
35 USC § 251

Reissue may: breaden lif appliedl fier Within
Years after grant.
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Limitatiens ofi Broadening Reissue

Reguiresian “Error” as Contemplated by Statute
a Reissue “Error” Law: Highly: Trechnical

s Failure ter Eller Divisienall Application) Is net Inadvertent Error
Correctable by Reissue. See In re Orita, 550 F.2d 1277 (CCPA
1977)

s But Failure te Present Linking Claim Broad Eneugh to Link
Greups of Claims that were Subject te a prier Restrction IS
Contemplated by the statute. In re Doyle, 293 F.3dl 1355, (Fed.
Cir. 2002)

New: Rules; Relax Reguirements for Oath
(387 CER 1.175(a))

s Sihgle error

s General statement regarding no deceptive intent

n Donit mistake streamlined rule for change In substantive law

Zagorin OBtien Graham ILILP




Limitations, of Breadening| Reissue

Recapture Rule prevents a patentee firem reganingl threugh
reissue the subject matter that he surrendered infan effert to ohtain
allewance: of the erigimal claims. Reissued claims that are breader
thani the ernginal patent's; claims Inra manner directly: pertinent te
the subject: matter surrenderead during presecution ane
Impenmmissible. Pannu V. Sterz Instruments; Inc., 258 E.3d 1566
(Fed. Cir. 2001)

Intervening Rights: reissued patent shall not abridge: or affect the
right eff any pPerson ... Who, ProK to the grant off a reissue, made,
purchased, offered to sell, or used within the: United States, or
Imported inte the United States, anything| patentead by the reissuead
patent, to continue the use: ofi, te ofifer to sell, or to sell to others te
be used, offered for sale, or sold the specific thing so made,
purchased offiered for sale used or Imported unless, the maklng
using, offering for sale, or selllng oft suchi thing Infringes a valid
claimi ofi the reissuead patent Which wasi In the onginall patent.
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Wirap Up

Impertance: eff Review: befere Grant:

u Foreseeable Eqguivalents: Viay: Easily: Be Foreclesed
s Disclesed! but Unclaimed: Subject Matter Gone

s Don't Ceunt On Reissue

Make! Infermed Decisions

Recognize that Sukstantial Pivisienall Eiling
Overnead may: be Imposed By Aggressive PO
Restrction Practice

Develepra Stirategy,
Execute
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Einal TThoughis

Continuatiens Costly, But ...

Recommendations:

s Consider Sukstantive: (e.g., Patent
Committee) Review Coeincidentwith: Grant

n Police Portioliorand e Preactive about
Continuing Applicatien Strateay/

s Consider Postpening Competitor
Investigations; untilf just after Issuance
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